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The Swiss Federal Institute of Intellectual
Property (IPI) is the federal government’s
centre of competence for all issues concerning
patent and trademark protection, indications
of source, design protection and copyright. It is
also responsible for preparing all legislation in
these areas, and acts on behalf of Switzerland
within international organizations and with
other countries.

The Bridge speaks to Felix Addor, IPI's Deputy
Director General and Head of the Delegation of
Switzerland on the bilateral dialogue with China

on all issues relating to intellectual property.
by Mark Andrews
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How does IPI view China’s current situation with regard to protecting IP?

Compared to other transition countries, China has relatively modern IP
legislation. Big challenges remain with enforcement, although cooperation
between rights holders and authorities has improved. China’s political
leaders attribute importance to IP and consider it a means to move
towards an innovation-based economy. China recognises that encouraging
innovation requires improved protection and enforcement of IP rights
as a precondition for economic actors to invest in innovative technology
sectors. The Sino-Swiss Free Trade Agreement (FTA) was the first ever FTA
where China willingly included substantive [P provisions beyond the WTO
minimum standard.

Developing an R&D-based and IP-intensive industry in China won't
happen overnight. In their short to mid-term strategy on IP, the Chinese
authorities will have to find the right balance between competing interests.

In what ways has China improved IP protection in recent years?

China’s accession to the WTO and its Agreement on Trade-Related
Aspects of Intellectual Property Rights in 2001 constituted a paradigm shift
with regard to modernization of its IP legislation. Since then, China has
constantly been updating its IP legislation. 2013’s revised Trademark Law
contains a number of improvements that have the potential to prevent
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bad faith registrations. Currently the Patent Law is undergoing its fourth
revision and promises to increase damages for patent infringements.
This year the China Food and Drug Administration (CFDA) proposed
comprehensive reform of the regulatory environment, which may
result in some improvements regarding the protection of test data for
pharmaceutical products.

With respect to the enforcement of IP rights, the establishment of
specialized IP courts in Beijing, Shanghai and Guangzhou also represent an
important step forward.

What are the key remaining problem areas and what action does the
Institute believe China needs to take to address them?

Enforcement of IP rights remains the most important area requiring
significant effort. Consistency of judgments and the expertise of
judges vary considerably between the various provinces as well as the
competent authorities. The establishment of three specialized IP courts
is a first step. Increasing the number of judges, and specialised courts,
along with creating an appellate court specialised in IP is also needed.
Tackling the challenges of enforcing IP rights also implies strengthening
the overall coherence within and between the administrative, civil and
criminal enforcement systems, as well as strengthening the expertise and
independence of authorities in charge of implementation.

With trademarks, bad faith registrations remain a big concern. A
solution could be to render a more flexible system of registration for sub-
classes. Broadening the scope of well-known trademark protection and
facilitating the grant of such a status are also important for potential
investors in China.

Although we see steadily growing numbers of patents their quality
remains a concern. Issues also arise around IP ownership for technological
improvements. Here, change in the regulations for technology import and
export would benefit China in the long run for it to become an attractive
market for local innovation.

What are the implications of the revised ‘Swissness’ law in the
Chinese market and for Swiss companies operating here?

The new ‘Swissness’ legislation aims at better protecting indications that
refer to the Swiss origin of goods or services.

Chinese trademark law prohibits registration of signs containing a
country name or flag, except if the state concerned agrees. However,
registration of the same sign in Switzerland is deemed as an agreement by
China. Consequently, if Swiss companies want to register their trademark
as containing ‘Swissness’ elements a previous registration in Switzerland
facilitates registration in China, provided that companies respect the
Swissness legislation.

To fight abuse of ‘Swissness’ in Chinese trademark registrations, the IPI
has monitored registry since 2010. To date, IPI has lodged 369 oppositions,
and have so far won 94 and lost 23 cases. Systematic monitoring has
therefore proven to be a useful way of combating abusive registrations.
The IPI closely cooperates with trade associations to share information on
problematic cases as well as to coordinate filing oppositions.

Can you outline IPI's involvement with Chinese raids on
counterfeiters and how effective they are?

The local Administrations for Industry and Commerce (AICs) can act
against misleading use of signs and designations referring to Switzerland.
In 2016 we ran a first test case in cooperation with the Chongging AIC.
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This case concerned backpacks, suitcases and wallets, using the Swiss
cross and the designation ‘Swiss’ although they were not Swiss products.
As a result, Chongging AIC withdrew 500 products from the market. The
IPI is planning further such measures, in complementarity to action by
companies.

Is there anything that the Institute can do to help a Swiss company
whose IP has been infringed in China?

Such companies need themselves to seek remedy within the Chinese
justice system. Where there is an apparent discrimination or violation of
international obligations, Swiss authorities may, however, raise issues with
the Chinese authorities.

Switzerland and China have engaged in a broad bilateral dialogue on
all aspects of IP since 2007. Within this context, we regularly organize
industry roundtables with participation by authorities competent for IP
issues. These events are open to Swiss and Chinese companies and trade
associations from all sectors, and are designed to enable them to directly
ask questions and present concerns to the responsible authorities.

The IPI works closely with the Swiss embassy and the Consulates
General in China, as well as other authorities in Bern such as the State
Secretariat for Economic Affairs. Should a Swiss company encounter any
issues, it can contact IPI or any of these authorities.

What is your main advice to Swiss companies to avoid having
problems in China?

[ cannot emphasize enough how important it is to protect your IP rights in
China before even entering the Chinese market. It is also worth exploring
whether in addition, industrial property can be protected in China under
the copyright system. I also advise companies to keep detailed records of all
of their activities, such as sales or advertising. In the case of a conflict, such
documentation is needed to prove earlier use.

In the area of trademarks, companies need to be aware of the specificities
of the Chinese sub-class system. When referring to a specific class heading
in the Nice classification, the mirror description in China will only cover a
few sub-classes and not necessarily all of the products or services listed in
the Nice classification. An inaccurate or too-narrow description of goods or
services risks jeopardizing enforcement. Seeking the advice of a competent
Chinese trademark lawyer is indispensable, particularly if a company
intends to first register a trademark in Switzerland, and then extend it to
China through the Madrid system. Trusted legal advice is in any case a
must. [PI's advice cannot replace this.

What impact has e-commerce had on the IP issue in China?

E-commerce has accelerated the pace of transactions and increased the
availability of information, while blurring territorial borders - thereby
increasing the risks of IP abuse.

While e-commerce platforms have implemented tools to assist rights
holders, fake goods sellers use techniques to circumvent them and often
hop from one platform to another when there is a crackdown. This makes
intervention by rights holders complex and labour intensive. We recently
met with Alibaba to discuss how monitoring tools and procedures for take-
downs can be streamlined and made more user-friendly.

Rapid technological developments represent a challenge for regulation
by state authorities. From my point of view, the issue of the liability of
platforms is key. The existing legal framework in China already contains
some norms regarding liabilities of platforms. I loope that their scope
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